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DETAILED ACTION 



Examiner's Comments 

1 . Regarding tlie limitation(s) "magnetic recording layer" in claims 1-17, the 
Examiner has given the term(s) the broadest reasonable interpretation(s) consistent 
with the written description in applicants' specification as it would be interpreted by one 
of ordinary skill in the art. In re Morris. 127 F.3d 1048. 1054-55. 44 USPQ2d 1023, 
1027 (Fed. Cir. 1997); In re Donaldson Co., Inc., 16 F.3d 1190, 1192-95. 29 USPQ2d 
1845, 1848-50 (Fed. Cir. 1994). See MPEP 21 1 1 . Specifically, the Examiner notes that 
the layer must be disclosed as capable of storing data, i.e. soft "keeper" magnetic layers 
are excluded from reading on the term "magnetic recording layer" since one of ordinary 
skill in the art would appreciate that a soft magnetic film does not possess the 
necessary coercivity to function as a recording layer. 

2. The examiner notes that claims 9 - 1 7 are apparatus claims containing a non- 
nominal method apparatus element (i.e. claim 10). However, because these claims 
presently do not represent an undo burden to examination, no restriction has been 
made. Amendment of any claims to include additional non-nominal apparatus elements 
that would represent an undo burden may result In restriction due to original 
presentation. 
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Specification 

3. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: after "Medium" insert the phrase: "Including a 
High-Magnetostriction Layer". 

Claim Objections 

4. Claims 6 and 15 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 



Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication In this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1 - 5, 7 - 14, 16 and 17 are rejected under 35 U.S.C. 102(a), (b) and/or 



(e) as being anticipated by Sakai et al. (U.S. Patent App. No. 2002/0018917 A1). 
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Regarding claims 1, 4, 7, 9, 13 and 16, Sakai et al. disclose a nnagnetic recording 
medium (Title) comprising a multi-layer including a magnetic recording layer 
{Paragraphs 0047 - 0052 - CoCrPtTa magnetic layer) and a rare-earth (RE) transition- 
metal (TM) layer (Paragraphs 0047 - 0052 and Figure 2). 

Regarding the limitation in the relative magnetostriction values, it has been held 
that where claimed and prior art products are identical or substantially identical in 
structure or composition, or are produced by identical or substantially identical 
processes, a prima facie case of either anticipation or obviousness has been 
established and the burden of proof is shifted to applicant to show that prior art products 
do not necessarily or inherently possess characteristics of claimed products where the 
rejection is based on inherency under 35 USC 1 02 or on prima facie obviousness under 
35 USC 103, jointly or alternatively. Therefore, the prime facie case can be rebutted by 
evidence showing that the prior art products do not necessarily possess the 
characteristics of the claimed product. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 
433 (CCPA 1977). "When the PTO shows a sound basis for believing that the products 
of the applicant and the prior art are the same, the applicant has the burden of showing 
that they are not." In re Spada, 91 1 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 
1990). 

In the instant case, the Examiner notes that the disclosed prior art embodiments 
are substantially identical in structure as applicants' claimed embodiments, especially 
the embodiments in Figure 2 represented by 20 and 35% Tb (where RFe2 in claims 7 
and 16 indicate 33% of the rare earth element). Therefore, in addition to the above 
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disclosed limitations, the presently claimed property of the relative magnetostriction is 
deemed to be inherently present in at least some, if not all, the prior art embodiments. 
Applicants are reminded that a single embodiment is sufficient for a prima facie case of 
anticipation. 

Regarding claims 2 and 1 1 , Sakai et al. disclose a perpendicular magnetic 
recording layer {Title and Paragraph 0020). 

Regarding claims 3 and 12, Sakai et al. disclose a soft magnetic back layer and 
an intercoat {Figure 1 and Paragraptis 0047 - 0052: CoZrNb and TiCr). The Examiner 
deems that the TiCr inherently meets the limitations of having a lower Young's modulus 
than the CoZrNb layer. 

Regarding claims 5 and 14, the Examiner deems that the relative Ms values are 
inherently met for the same reasons as applied above with regard to the relative 
magnetostriction values. 

Regarding claims 8 and 17, Sakai et al. disclose recording layers meeting 
applicants' claimed composition limitations {Paragraphs 0047- 0052). 

Regarding claim 10, the Examiner notes that single pole recording heads are 
known embodiments of magnetic heads used to read and write to perpendicular 
recording media, of which Sakai et al. explicitly teach the use of for recording and 
reproducing {Paragraph 0050). The Examiner deems there is sufficient specificity in the 
disclosure of Paragraph 0050 to anticipate the claimed apparatus limitation. 
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7. Claims 1. 4, 5, 7 - 10, 13. 14. 16 and 17 are rejected under 35 U.S.C. 102(a). (b) 
and/or (e) as being anticipated by Fullerton et al. (U.S. Patent No. 6,440,589 B1). 

Regarding claims 1, 4, 5, 7, 9, 13, 14 and 16, Fullerton et al. disclose a magnetic 
recording medium (Title) comprising a multi-layer including a magnetic recording layer 
(Figure 2, element 15 and col. 6, line 60 bridging col. 7, line 20) and a pure Co layer 
(Figure 2, element 17 and col. 6, line 60 bridging col. 7, line 20). 

Regarding the limitation in the relative magnetostriction values, it has been held 
that where claimed and prior art products are identical or substantially identical in 
structure or composition, or are produced by identical or substantially identical 
processes, a prima facie case of either anticipation or obviousness has been 
established and the burden of proof is shifted to applicant to show that prior art products 
do not necessarily or Inherently possess characteristics of claimed products where the 
rejection is based on inherency under 35 USC 102 or on prima facie obviousness under 
35 USC 103, jointly or alternatively. Therefore, the prime facie case can be rebutted by 
evidence showing that the prior art products do not necessarily possess the 
characteristics of the claimed product. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 
433 (CCPA 1977). "When the PTO shows a sound basis for believing that the products 
of the applicant and the prior art are the same, the applicant has the burden of showing 
that they are not." In re Spada, 91 1 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 
1990). 

In the instant case, the Examiner notes that the disclosed prior art embodiments 
are substantially identical In structure as applicants' claimed embodiments, especially 
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the embodiment noted above where it is taught that the pure Co layer has a saturation 
magnetization significantly larger than that of the recording layer (as required in 
applicants' claims 5 and 14). Therefore, in addition to the above disclosed limitations, 
the presently claimed property of the relative magnetostriction is deemed to be 
inherently present in the disclosed embodiment. 

Regarding claims 8 and 17, Fullerton et al. disclose recording layers meeting 
applicants' claimed composition limitations {col. 6, line 60 bridging col. 7, line 20). 

Regarding claim 10, the Examiner notes that single pole recording heads are 
known embodiments of magnetic heads used to read and write to magnetic recording 
media, of which Fullerton et al. explicitly teach the use offer recording and reproducing 
{through-out entire reference). The Examiner deems there Is sufficient specificity in the 
disclosure of Fullerton et al. to anticipate the claimed apparatus limitation. 

8. Claims 1 , 4, 5, 7, 9, 10, 13, 14 and 16 are rejected under 35 U.S.C. 102(a), (b) 
and/or (e) as being anticipated by Iwasaki et al. (U.S. Patent No6,387,476 B1). 

Regarding clainfis 1, 4, 5, 7, 9, 13, 14 and 16, Iwasaki et al. disclose a magnetic 
recording medium {We) comprising a multi-layer including a storage layer (i.e. 
applicants' "magnetic recording layer") {Figure 7, element 43 and col. 14, line 48 
bridging col. 16, line 28) and strain-sensitive magnetic layer formed of TbFea or ErFea 
{Figure 7, element 42 and col. 1 1, line 48 bridging col. 12, line 40). 

Regarding the limitation in the relative magnetostriction values, it has been held 
that where claimed and prior art products are identical or substantially identical in 
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structure or composition, or are produced by identical or substantially identical 
processes, a prima facie case of either anticipation or obviousness has been 
established and the burden of proof is shifted to applicant to show that prior art products 
do not necessarily or inherently possess characteristics of claimed products where the 
rejection is based on inherency under 35 USC 102 or on prima facie obviousness under 
35 USC 103, jointly or alternatively. Therefore, the prime facie case can be rebutted by 
evidence showing that the prior art products do not necessarily possess the 
characteristics of the claimed product, //i re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 
433 (CCPA 1977). "When the PTO shows a sound basis for believing that the products 
of the applicant and the prior art are the same, the applicant has the burden of showing 
that they are not." In re Spada, 91 1 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 
1990). 

In the instant case, the Examiner notes that the disclosed prior art embodiments 
are substantially identical in structure as applicants' claimed embodiments, especially 
the embodiments noted above where it is taught to use TbFea or ErFe2 as the strain- 
sensitive magnetic layer, which are exactly identical to the materials disclosed by 
applicants in pending claims 7 and 16. Therefore, in addition to the above disclosed 
limitations, the presently claimed property of the relative magnetostriction is deemed to 
be inherently present in the disclosed embodiment. 

Regarding claims 5 and 14, the Examiner deems that the relative Ms values are 
inherently met for the same reasons as applied above with regard to the relative 
magnetostriction values. 
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Regarding claim 10, the Examiner notes that single pole recording heads are 
known embodiments of magnetic heads used to read and write to magnetic recording 
media, of which Iwasaki et al. explicitly teach the use of for recording and reproducing 
{col. 21, line 41 bridging col. 25, line 30). The Examiner deems there is sufficient 
specificity in the disclosure of Iwasaki et al. to anticipate the claimed apparatus 
limitation. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the inventton is not identically discbsed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary slcili in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sakai et 
al. as applied above, and further in view of Tomiyama et al. (U.S. Patent App. No. 
2006/0028752 Al). 

Sakai et al. is relied upon as described above. 

While the Examiner maintains that Sakai et al. discloses the claimed limitation 
with sufficient specificity, the Examiner acknowledges that Sakai et al. fail to explicitly 
disclose using a single pole magnetic head. 

However, Tomiyama et al. teach using a single pole magnetic head capable of 
securing a sufficiently stable recorded state with high density longitudinal or 
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perpendicular niagnetic recording media (Paragraphs 0005, 0006, 0010, 0019, 0081 
and 0116). 

It would therefore have been obvious to one of ordinary skill in the art at the time 
of the applicant's invention to modify the device of Sakai et al. to utilize a single pole 
magnetic head as taught by Tomiyama et al. since such a head can secure a sufficiently 
stable recorded state with high density longitudinal or perpendicular magnetic recording 
media. 

1 1 . Claim 1 0 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Fullerton 
et al. as applied above, and further in view of Tomiyama et al. ('752 Al ). 
Fullerton et al. Is relied upon as described above. 

While the Examiner maintains that Fullerton et al. discloses the claimed limitation 
with sufficient specificity, the Examiner acknowledges that Fullerton et al. fail to explicitly 
disclose using a single pole magnetic head. 

However, Tomiyama et al. teach using a single pole magnetic head capable of 
securing a sufficiently stable recorded state with high density longitudinal or 
perpendicular magnetic recording media (Paragraphs 0005, 0006, 0010, 0019, 0081 
and 0116). 

It would therefore have been obvious to one of ordinary skill in the art at the time 
of the applicant's invention to modify the device of Fullerton et al. to utilize a single pole 
magnetic head as taught by Tomiyama et al. since such a head can secure a sufficiently 



Application/Control Number: 1 0/786,61 1 Page 1 1 

Art Unit: 1773 

stable recorded state with higli density longitudinal or perpendicular magnetic recording 
media. 

12. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Iwasaki 
et al. as applied above, and further in view of Tomiyama et al. ('752 A1). 
Iwasaki et al. is relied upon as described above. 

While the Examiner maintains that Iwasaki et al. discloses the claimed limitation 
with sufficient specificity, the Examiner acknowledges that Iwasaki et al. fail to explicitly 
disclose using a single pole magnetic head. 

However, Tomiyama et al. teach using a single pole magnetic head capable of 
securing a sufficiently stable recorded state with high density longitudinal or 
perpendicular magnetic recording media {Paragraphs 0005, 0006, 0010, 0019, 0081 
and 0116). 

It would therefore have been obvious to one of ordinary skill in the art at the time 
of the applicant's invention to modify the device of iwasaki et al. to utilize a single pole 
magnetic head as taught by Tomiyama et al. since such a head can secure a sufflciently 
stable recorded state with high density longitudinal or perpendicular magnetic recording 
media. 
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Allowable Subject Matter 

1 3. The following is a statement of reasons for the indication of allowable subject 
matter: the prior art of record fails to teach or render obvious the use of a "high- 
magnetostriction layer" possessing both a high magnetostriction layer and a separate 
layer possessing a saturated magnetic field larger than the recording layer. 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Sakai et al. (U.S. Patent No. 6,913.837 B2) and Ikeda et al. 
(U.S. Patent No. 6,468.670 B1 ) are both prior art references that would appear to 
inherently meet some, if not all of applicants' claimed limitations for substantially the 
same reasons as applied in the above rejections {Paragraphs 5 - 7). The Examiner has 
not presently applied them against the pending claims, but wishes to call applicants' 
attention to them since they are extremely similar in structure (especially in the choice of 
materials) to applicants' disclosed invention. 

1 5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kevin M. Bernatz whose telephone number is (571) 272- 
1505. The examiner can normally be reached on M-F, 9:00 AM - 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney can be reached on (571) 272-1284. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



KMB 

March 17, 2006 
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